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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, rf the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

r 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



• 



Application/Control Number: 10/616,096 Page 3 

Art Unit: 2837 

4. Claims 1, 3-6, 9, 16-18, and 23-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mullick et al (2003/0167000, Provisional Application No. 60/180,960 
filed on Feb. 8, 2000) in view of El Gazayerli (6,159,146). 

With respect to claims 1 , 3, 26, and 27, the publication to Mullick et al discloses a 
remote control mobile micro robot comprising a body 150, mobilization elements 140 
and 142 (figure 6), a controller 32 (figure 1), a power supply 22 (figure 1), a manipulator 
arm 304 (figure 10) having a surgical tool (300, 400) (figures 10 and 11), and at least 
one sensor CCD. Mullick et al differ from the claims in that the claims recites the mobile 
micro robot for use inside an animal body during minimally invasive surgery with a 
laparoscopic surgical tool. However, the patent to El Gazayerli discloses a method and 
apparatus for minimally invasive fundoplication with a laparoscopic surgical tool having 
a surgical tool 28 and a viewing device 14 fit through a port of the laparoscopic surgical 
tool. Prima facie case is made that Mullick et al disclose at paragraph [0071] the 
remote control micro robot with mobilization elements 140 and 142 and a video system 
for internal diagnostic functions. Mullick et al do not disclose the invasive surgery 
function of the micro robot, but it does not limit the invasive surgery function of the micro 
robot with the wheel mobilization elements because Mullick et al disclose at paragraph 
[0080] the tool 300 can include biopsy forceps or retractable snares for purposes like 
polypectomy. Since El Gazayerli shows the minimally invasive fundoplication device 
with a viewing device and a surgical tool, it would have been obvious to one of ordinary 
skill in the art to use Mullick et al's micro robot with a surgical tool for minimally invasive 
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surgery as taught or suggested by El Gazayerli and use the laparoscopic surgical tool 
as a fit through device for minimally invasive surgery. 

With respect to claims 4-6, 35, and 36, Mullick et al show in figure 6 the micro 
robot wheels 140 and 142. It would have been obvious to one of ordinary skill in the art 
to modify the wheel with different types mobilization movement elements. 

With respect to claims 9 and 18, Mullick et al show in figure 1 the transmitter and 
receiver circuits for remote control of the micro robot. 

With respect to claims 16, 17, 23, 24, and 28, Mullick et al disclose at paragraphs 
[0059], [0063], and [0064] the image sensor CCD functions. Since Mullick et al disclose 
at paragraph [0019] that the imaging system is a six degree of freedom pose detection 
device, it would have been obvious to one of ordinary skill in the art to make the imaging 
system movable to any orientation position. 

With respect to claims 25, 29, and 37, since Mullick et al disclose at paragraph 
[0079] the retractable lever 304 protruded from the capsule exposing the tool 300, it 
would have been obvious to one of ordinary skill in the art to provide manipulator joints 
for a more flexible retractable function of the surgical tools. 

With respect to claims 30-34, since Mullick et al disclose at paragraphs [0077], 
[0080], and [0081] that different surgical tools can be used on the retractable lever 304, 
it would have been obvious to one of ordinary skill in the art to use Mullick et al's micro 
robot for different minimally invasive surgery in the animal body cavity for the recited 
functions as recited in the claims. 
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Response to Amendment 

5. Applicant's arguments filed 5/31/2005 have been fully considered but they are 
not persuasive. 

Applicant argues that Mullick et al does not teach a system with a laparoscopic 
surgical tool. Applicant's argument is incorrect. Mullick et al disclose at paragraphs 
[0077] to [0082] that different tools can be used on the retractable lever for "the rest of 
the human body" [0077] line 5. It would have been obvious to use a laparoscopic 
surgical tool as an applicator for introducing the micro robot into the human body. 
Applicant further argues that the Examiner has not indicated where in Mullick et al 
taught the claimed features. Applicant's attention is directed to the pervious paragraphs 
for the taught subject matters. Applicant further argues that Mullick et al's imaging 
device is fixed within the capsule without any indication of the imaging device being 
movable relative to the capsule's body to adjust a position of the imaging device. 
Applicant's attention is directed to Mullick et al paragraph [0087] that miniature motors 
allow the imaging system to be reorientated, or provide some form of "controlled 
mobility"... Mullick et al teach the imaging system can be movable as recited in the 
claims. 

Applicant further argues that Mullick et al fails to teach each or every limitation of 
a mobilization assembly for actively moving a body of a micro robot during surgery 
along a surface within an open space inside an animal body. Applicant's argument is 
not persuasive. Applicant's attention is directed to Mullick et al figures 6-8. Mullick et al 
shows different configurations of the micro robot for different environments. It is 
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obvious to one of ordinary skill in the art that the different configurations of the micro 
robot do not limit the mobility of the micro robot within only a particular environment 
such as intestine instead of another cavity of the human body. Mullick et al disclose at 
paragraph [0077] that the micro robot can be operated at the rest of the human body. 

Applicant argues that Mullick et al discloses procedures that are non-invasive, 
non-interventional since a capsule is simply ingested. Applicant's argument is not 
persuasive. Mullick et al discloses procedures that are non-invasive. However, Mullick 
et al further discloses that different types of surgical tools can be attached to the 
retractable lever. One of ordinary skill in the art would be able to use Mullick et al's 
micro robot for different minimally invasive surgery according to the surgical tools 
attached to the retractable lever for the intended purpose. 

Applicant's argument is not persuasive. The claims do not define any patentable 
structure other than a surgical micro robot with wheels, camera, and a retractable tool. 
The claims fail to define any particular structure of the invention to make the claims 
patentable distinct from the references of the record. 

Citation of Pertinent References 
6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The patents or publications to Lemelson (6,400,980 or 6,286,514 or 6,327,492, 
6,321,106 or 6,293,282 or 6,233,474 or 6,058,323 or 5,845,646), Brock et al 
(2003/0045888 or 2001/0018591), Sunaoshi (2004/0254680), Ghorbel et al 
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(2004/0173116), and Miyake (4,568,31 1 ) disclose surgical imaging devices and micro 
robot devices. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Ip whose telephone number is (571)-272-1941 . 
The examiner can normally be reached on Monday to Friday from 6:30 am to 3:00 pm 
Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Martin, can be reached on (571)-272-2107. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). 



Paul Ip 
Primary Examiner 
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